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REQUEST FOR RECONSIDERATION 



Sir: 



In response to the Office Action mailed September 10, 2004, Applicants respectfully 
request reconsideration and withdrawal of the rejections of record based on the following 
arguments. Claims 66, 68-73, 75-94 and 96-106 are pending. 

Examiner Turner is thanked for courtesies extended to Applicants' undersigned 
representative during the telephonic interview on February 4, 2005. The substance of that 
interview has been incorporated into the following remarks. 



1. Claims 66, 68-73, 75-94 and 96-106 were objected to under Rule 78(b) as allegedly 
conflicting with claims pending in USSN 10/279,959. Although Applicants do not agree with 



this objection, an Amendment was filed on the '959 application on January 21 3 2005, and 
thus the line of demarcation between the claims in these two cases is now even greater. 

2. Claims 73, 75-80, 82, 84-87, 89-94, 96, 98-104 and 106 were rejected under §102(e) 
over Nishibayashi '848. This rejection is respectfully traversed. 

The '848 patent is a divisional of U.S. Patent No. 6,171,691, which was applied by the 
PTO in the Office Action mailed September 27, 2002, but then withdrawn when the claims 
pending in the present application at that time were amended to be limited to carbon or 
graphite. Applicants respectfully submit that those skilled in the art understand that carbon 
and graphite are not the same as diamond, and this understanding was shared by the PTO 
when the prior rejection based on Nishibayashi '691 was withdrawn in light of the 
amendment to the claims limiting the material to carbon or graphite. 

In light of the foregoing, it is respectfully submitted that the pending claims define 
patentable subject matter over Nishibayashi '848 for the same reasons that the pending claims 
define patentable subject matter over Nishibayashi c 691 . Accordingly, reconsideration and 
withdrawal of all grounds of rejection based on Nishibayashi '848 are respectfully requested. 

3. Claims 66, 68-73, 75-94 and 96-106 were rejected under §103 over JP '832 in view of 
Ishikawa et al. 

The PTO relied upon JP '832 as allegedly showing the features recited in the pending 
claims with the exception of the functional language expressly recited in the independent 
claims that fall under this rejection. The PTO relied upon Ishikawa as allegedly showing that 
the additive metal elements in JP '832 are known to perform the functions recited in the 
independent claims of the present application. 
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It is respectfully submitted, however, that this rejection is based on an "obvious to try" 
standard, which the Federal Circuit has repeatedly rejected. Specifically, the base material in 
Ishikawa is a ceramic, and thus the disclosure about the functionality of the metal additives in 
that reference relate to how those additives interact with a ceramic base material. 

The base material in JP '832 is carbon, which Applicants respectfully submit is not a 
ceramic. Accordingly, without the benefit of Applicants' own disclosure, one skilled in the 
art reviewing these two applied references would not have had any reason to expect that 
additives which perform certain functions with respect to ceramic materials would also work 
in the same manner with respect to carbon, as disclosed in JP '832. 

In light of all the foregoing, Applicants respectfully submit that one skilled in the art 
would not have found it obvious to combine the applied references as asserted in the Office 
Action. Accordingly, reconsideration and withdrawal of all grounds of rejection based on JP 
'832 and Ishikawa are respectfully requested. 

4. Applicants respectfully submit that dependent claim 71 also defines patentable subject 
matter over JP '832 and Ishikawa. Specifically, claim 71 requires the carbon or graphite to 
have a coefficient of thermal conductivity of at least lOOW/mK. Attached hereto is a table 
from a Japanese textbook, which Applicants respectfully submit shows that commercially 
available carbon can have a thermal conductivity ranging anywhere from 58 to 139. 
Accordingly, the limitation recited in claim 71 is not an inherent characteristic of all 
commercially available carbons. Moreover, there is no disclosure in either of the applied 
references of this feature. With respect to JP '832, Applicants respectfully submit that the 
thermal conductivity values in Table 1 of that reference relate to the composite material, not 
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the initial carbon base material. With respect to Ishikawa, that reference relates to silicon 
carbide, not carbon. 

In light of the foregoing, claim 71 also defines patentable subject matter over the 
applied references taken in any combination. 

Applicants respectfully submit that all claims pending here define patentable subject 
matter over the art of record. Accordingly, Examiner Turner is requested to issue a Notice of 
Allowance for all pending claims as soon as possible. 

Should Examiner Turner have any questions concerning this application, she is 
requested to telephone Applicants' undersigned representative at the phone number noted 
below. 

The Commissioner is hereby authorized to charge any additional fees associated with 
this communication or credit any overpayment to Deposit Account No. 50-1446. 



February 8, 2005 



Date 




SPB/gmh 

Attachment: "Japanese Table of Thermal Conductivity Values for Carbon' 



BURR & BROWN 

P.O. Box 7068 

Syracuse, NY 13261-7068 



Customer No.: 025191 
Telephone: (315)233-8300 
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